
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE ^ 
United States Patent and Trademark Office I 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/068,210 



02/06/2002 



Oussama Zbib 



38823 7590 08/16/2005 

THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP/ 
BELLSOUTH LP. CORP 
100 GALLERIA PARKWAY 
SUITE 1750 

ATLANTA, GA 30339 



010158 



7042 



EXAMINER 



GARG, YOGESH C 



ART UNIT 



PAPER NUMBER 



3625 

DATE MAILED: 08/16/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



f}ffir& Ant inn Summarw 
\ji i # u t7 ^lui/ui i wUffff f far jf 


Application No. 

10/068,210 


Applicant(s) 

ZBIB, OUSSAMA 


Examiner 

Yogesh C. Garg 


Art Unit 

3625 





-- 77je MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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DETAILED ACTION 



Response to Amendment 

1 . The applicant's amendment received on 5/31/2005 is acknowledged and 
entered. The applicant has cancelled claims 1-20 and added new claims 21-40. 
Currently claims 21-40 are pending for examination. 



Response to Arguments 

2.1 . Applicant's arguments with respect to new claims 21-40 have been considered 
but are not persuasive. The applicant argues that Minte does not anticipate a logic 
configured to search a request as recited in new claims 21 and 35. The examiner 
respectfully disagrees as Minte does teach a logic in the advertisement server to search 
the information according to as search request (( see at least paragraphs 0033, 0044- 
0045 which disclose that a user can go directly to the Mall site "40" that is the server 
and then research [search] the products of interest and the products of interests are 
covered by the Web-links "60" which link to specific advertisements, seen elsewhere in 
the first advertisement, "10"). 

2.2. With reference to the applicant's comments under heading, " Examiner 
Interview", the examiner would like to state that examiner agreed to extend due 
consideration to any amendment to the claims without going into the specifics of what 
should be included in the new limitations. 
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35 USC 101 Rejection 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3.1 . Claims 28, 31-34, and 35-40 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
A. [Technological Arts Analysis] 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The phrase "technological arts" 
has been created and used by the courts to offer another view of the term "useful arts". 
See In re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). Moreover, the courts have 
found that a claimed computer implemented process was within the "technological art" 
because the claimed invention was an operation being performed by a computer within 
a computer. See In re Toma, 197 USPQ (BNA) 852 (CCPA 1978). Finally, the Board of 
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Patent Appeals and Interferences (BPAI) has recently affirmed a §101 rejection finding 
the claimed invention to be non-statutory based on a lack of technology. See Ex parte 
Bowman, 61 USPQ2d (BNA) 1669 (BdPatApp&lrit 2001). 

B. [Technology only in the preamble] 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The phrase "technological arts" 
has been created and used by the courts to offer another view of the term "useful arts". 
See In re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). Moreover, the courts have 
found that a claimed computer implemented process was within the "technological art" 
because the claimed invention was an operation being performed by a computer within 
a computer. See In re Toma, 197 USPQ (BNA) 852 (CCPA 1978). Finally, the Board of 
Patent Appeals and Interferences (BPAI) has recently affirmed a §101 rejection finding 
the claimed invention to be non-statutory based on a lack of technology. See Ex parte 
Bowman, 61 USPQ2d (BNA) 1669 (BdPatApp&Int 2001). 

As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
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manufacture to perform some or all of the recited steps does not confer statutory 
subject matter to an otherwise abstract idea unless there is positive recitation in the 
claim as a whole to breathe life and meaning into the preamble. 

C. [Nominal recitation of technology] 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The phrase "technological arts" 
has been created and used by the courts to offer another view of the term "useful arts". 
See In re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). Moreover, the courts have 
found that a claimed computer implemented process was within the "technological art" 
because the claimed invention was an operation being performed by a computer within 
a computer. See In re Toma, 197 USPQ (BNA) 852 (CCPA 1978). Finally, the Board of 
Patent Appeals and Interferences (BPAI) has recently affirmed a §101 rejection finding 
the claimed invention to be non-statutory based on a lack of technology. See Ex parte 
Bowman, 61 USPQ2d (BNA) 1669 (BdPatApp&Int 2001). 
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Mere intended or nominal use of a component, albeit within the technological 
arts, does not confer statutory subject matter to an otherwise abstract idea if the 
component does not apply, involve, use, or advance the underlying process. 

In the present application, method claims 28, and 31-34 do not recite positive 
use of technology in implementing the body of the claimed steps. The recited steps of 
receiving, storing, searching, transmitting information and charging Fee can be done 
manually without use of technology, such as computers. Therefore, the claims are 
directed towards non-statutory subject matter. To overcome this rejection it is 
recommended to amend the claims to better clarify which of the steps are being 
performed within the technological arts, by a computer/processor/software/hardware. 

3.2. Claims 35-40 are rejected under 35 U.S.C. 101 because the claimed inventions 
are directed to non-statutory subject matter. 

Claims 35-40 are directed to disembodied data structure claim which are per se 
not statutory. C.f. In re Wamerdam. The preamble of the independent claim 35, its body 
of claims and all its dependencies are directed to "a computer readable medium for 
communicating information, and comprising logic for the intended use of instructing a 
programmable device to implement certain functions ". The instructions could be in 
mere text form which are not executable by a processor. The examiner suggests to 
redraft the claims to include a computer readable medium so that the claimed 
instructions are —executable by a computer or processor. A claim to a computer 
readable medium encoded with functional descriptive material that can function 
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with a computer to effect a practical application that results in a useful, concrete 
an tangible result (i.e. running an assembly line or executing a stock transaction) 
satisfies Section 101. See U.S. Patent 5,710,578 to Beauregard etc. i.e., a set of 
instructions in combination with a computer system. C.f. In re Wamerdam - data 
structure stored in a computer memory, and In re Lowery, 32 USPQ2d 1031 (Fed. Cir. 
1994) - data structure in a computer readable medium. Examples of Statutory 
Functional Descriptive Material are: 

(a) A claimed computer-readable medium encoded with a functional data 
structure - this defines structural and functional relationships between the data structure 
and the hardware/software components. See Wamerdam. 

(b) A claimed computer-readable medium encoded with a computer program - 
this defines structural and functional relationships between the computer program and 
the computer itself which allows the program's functionality to be realized provided that 
a useful, concrete and tangible result is realized. See U.S. Patent 5,710,578 to 
Beauregard et al. 

Data merely stored in a computer readable medium to be read or outputted by a 
computer without any functional interrelationship, and thus do not impart functionality to 
the computer, i.e., they are not computer components. Examples of Non-Functional 
Descriptive Material :Music, Literature, Art, Photographs, Data base per se are directed 
to neither a "process" nor a "machine," but rather embraces or overlaps two different 
statutory classes of invention set forth in 35 U.S.C. 101 which is drafted so as to set 
forth the statutory classes of invention in the alternative only. Id. at 1551 . 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 27, 34 and 40 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter, that is, "the advertisement information could include advertisements that are 
available only through the advertisement content server " which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The applicant has also not provided any information in the amendment as 
how it is supported in the applicant's specification. 

Specification 

5. The amendment filed 5/31/2005 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: . The claim(s) 27, 34 and 
40 contain subject matter, that is, "the advertisement information could include 
advertisements that are available only through the advertisement content server ". 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 21-25, 27, 28-32, 34, 35-38 and 40 are rejected under 35 U.S.C. 102(e) 



as being anticipated by Minte. 
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Regarding claim 21 , Minte teaches a new system for communicating information 
about an advertisement, comprising: 

logic in an advertisement content server configured to receive advertisement 
information associated with a plurality of advertisers (see at least paragraph 0043, 
Fig.1 , paragraph 0045, Fig.2 which disclose that the advertisement content server in the 
form of Mall site "40" receives advertisement information associated with a plurality of 
advertisers and the mall-site 40 would inherently require a logic/program to receive the 
information from advertiser (s), just as from 'Joe's" and store and display the same ); 

logic in an advertisement content server configured to store the information as 
records within defined fields (see paragraph 0044 and Fig. 1 , Reference # "40" and "60" 
which show the defined fields, such as "Broadcast call letters", " Broadcast promotion" 
and " Menu of Advertisers"); 

logic in an advertisement content server configured to receive a search request 
from a user, the search request conforming to at least one of the identified fields and to 
search the information according to the search request ( see at least paragraphs 0033, 
0044-0045 which disclose that a user can go directly to the Mall site "40" that is the 
server and then research [search] the products of interest and the products of interests 
are covered by the Web-links "60" which link to specific advertisements, seen elsewhere 
in the first advertisement, "10"); and 

logic in an advertisement content server configured to transmit at least a portion 
of the information to the user (see at least paragraph 0046 & Fig.3 wherein the 
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consumer is conveyed the information of the advertisement he is looking for, such as 
"Joe's" eatery) . 

Regarding claims 22 & 23, Minte discloses that the system of claim 21 , wherein 
the system is configured to provide at least one advertiser access to the information via 
the Internet/ a remote database client (see at least paragraph 0029 which discloses that 
an advertiser's information can be accessed via web-link which corresponds to the use 
of Internet or remote database client). 

Regarding claim 24, Minte discloses that in the system of claim 2 1 , at least one 
field includes broadcaster identification information (see Fig. 2, " WXYZ TV or WQRS 
Radio"). 

Regarding claim 25, Minte discloses that in the system of claim 2 1 , wherein at 
least one field includes advertiser identification information (see at least Fig.2, " Eat at 
Joe's"). 

Regarding claim 27, Minte discloses all the limitations of claim 21, as analyzed 
above. Minte further discloses, that the advertisement information could include 
advertisements that are available only through the advertisement content server (see at 
least Figs. 2 and 3 and paragraphs 0043 and 0046 which include information on 
coupons, specials, as part of the supplemental/extended information of an 
advertisement available only through the content server, that is Mall site "40") . 
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Regarding claims 28-32, 34, 35-38, and 40, their limitations are closely parallel to 
the limitations of claims 21-25 and 27 and are therefore analyzed and rejected on the 
same basis. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 26, 33 and 39 are rejected under 35 U.S.C. 103(a) as being obvious over 

Minte in view of an Official Notice. 
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Regarding claim 26, Minte discloses all the limitations of claim 21 , as analyzed 
above, but does not disclose that the system is configured to charge a fee for accessing 
the information. The examiner takes an Official Notice of the old and notoriously known 
concept of charging a fee for providing a service to the consumers, e.g. Internet service 
providers charge a fee for providing Internet connection, subscription to specific news 
journals/magazines, etc. In view of the Official Notice, it would have been obvious to 
one of an ordinary skilled in the art at the time of the invention to have modified Minte by 
incorporating the feature of charging a fee for accessing the information because it will 
help to meet the expenses of establishing the Mall site 40 and also it would be a 
medium to earn income for the company which owns the Mall site "40". 

Regarding claims 33 and 39, their limitations are closely parallel to the limitations 
of claim 26 and are therefore analyzed and rejected on the same basis. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 10/068,210 Page 14 

Art Unit: 3625 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yogesh C. Garg whose telephone number is 571-272- 
6756. The examiner can normally be reached on M-F(8:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Yogesh C Garg 
Primary Examiner 
Art Unit 3625 

YCG 

August 1 1 , 2005 




